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REMARKS 

INTRODUCTION : 

In accordance with the foregoing, the specification has been amended to update the 
status of a parent application, and claims 5-10 have been added. 

No new matter is being presented, and approval and entry of the foregoing amendments 
and new claims are respectfully requested. 

Claims 1-10 are pending and under consideration. Reconsideration is requested. 

REJECTION UNDER 35 U.S.C. §103 : 

In the Office Action at pages 2-3, the Examiner rejects claims 1 , 3, and 4 under 
35 U.S.C. §103 in view of Douwes etal. (U.S. Patent No. 4,849,958) and Takahasi (WO 
96/21224). For the sake of simplicity, all references to Takahasi will use the translation provided 
in corresponding U.S. Patent No. 4,849,958. The rejection is respectfully traversed and 
reconsideration is requested. 

As acknowledged by the Examiner on page 3 of the Office Action, Douwes et al. does 
not include a "positioning means for positioning the information recording medium, which is 
accommodated in the cartridge case, upward/downward at an exact position" as recited in claim 
1 . In order to cure this deficiency, the Examiner relies on a disk support 16, 1 16 of Takahasi . 
The Examiner further asserts that one of ordinary skill in the art would have been motivated to 
combine the disk support 16, 1 16 of Takahasi with the disk cartridge of Douwes et al. so as to 
prevent the signal recording region of the disk from being scratched as set forth in col. 2. lines 
40-45. 

However, it is noted that Douwes et al. discloses using jaws 62 having portions 67 with v- 
shaped grooves in order to accommodate the disc periphery. (Col. 10, lines 24-29; FIG. 10 of 
Douwes et al. ) In addition, Douwes et al. teaches that the jaws 62 retain the disk 61 while inside 
an external sleeve 2 as disclosed in col. 6, lines 12-22, and that the use of the jaws 62 
"guarantees a rattle-free storage of the disc in the sleeve" as disclosed in col. 2, lines 60-61. As 
such, Douwes et al. teaches holding the disk 61 using the jaws 62 while the disk 61 is 
accommodated in the external sleeve 2 such that the disk 61 would be unable to move or 
othenA^ise be in contact with the disk support 16. 1 16. 

In contrast, there is no disclosed need to utilize the disk support 16. 1 16 of Takahasi , 
which is used to support a surface of a disk 5. 105 as shown in FIG. 5, in the sleeve 2 of 
Douwes et al. Specifically, Takahasi shows using the disk support 16, 1 16 where the disk 5. 105 
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is otherwise unrestrained within the cartridge body 4, 104. However, since Douwes et al. 
teaches using jaws 61 in order to secure the disk 61 while in the sleeve 2, the disk 61 in Douwes 
et al. is restrained. 

In general, in order to establish a prima facie obviousness rejection, the Examiner needs 
to provide evidence in the prior art that one of ordinary skill in the art would have been motivated 
to make the combination to meet the claimed invention. In addition, the Examiner needs to 
account for other suggestions of record to explain why the asserted motivation would be 
persuasive to one of ordinary skill in the art where such other suggestions are in conflict with that 
proffered by the Examiner. Moreover, the proposed combination cannot change the principal of 
operation for the primary reference. MPEP 2143. It is respectfully submitted that, even 
assuming arguendo that Takahasi teaches an advantage to use the disk support 16, 1 16 in the 
context of an unsupported disk 5, 105, there is insufficient evidence of record that such a 
solution should be used in a cassette disclosed in Douwes etal. , which instead suggests the use 
of jaws 61 which hold the disk 61 while in the sleeve 2, and that such a combination would 
change a principal of operation of Douwes et al. such that there is insufficient evidence of a 
motivation based on the record as a whole to maintain a prima facie obviousness rejection of 
the claims under 35 U.S.C. §103. 

In the Office Action at pages 3-5, the Examiner rejects claim 2 under 35 U.S.C. §103 in 
view of Douwes et al. . Takahasi . and Manes et al. (U.S. Patent No. 4,609,105). The rejection is 
respectfully traversed and reconsideration is requested. 

Since the Examiner does not rely on Manes etal. to cure the above noted defect of the 
combination of Douwes et al. and Takahasi as applied to claim 1 , from which claim 2 depends, it 
is respectfully requested that the Examiner reconsider and withdraw the rejection of claim 2. 

PATENTABILITY OF NEW CLAIMS : 

Claim 6 is deemed patentable due at least to the prior art of record not disclosing or 
suggesting at least "a holding unit which has a holding extension which extends from the cover 
and holds the information recording medium relative to the opening cover by supporting the 
information recording medium where the information recording medium is withdrawn from the 
cartridge case" and "a positioning unit which has a positioning extension which extends from the 
cartridge case to position the information recording medium when the information recording 
medium is accommodated in the cartridge case and is not being held by the holding unit" for at 
least reasons similarly set forth in relation to the rejection of claim 1 . 

Claims 5, 7 and 9-12 are deemed patentable due at least to their depending from 
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CONCLUSION : 

In accordance with the foregoing, it is respectfully submitted that all outstanding 
objections and rejections have been overcome and/or rendered moot. And further, it is 
respectfully submitted that all pending claims patentably distinguish over the prior art. Thus, 
there being no further outstanding objections or rejections, the application is submitted as being 
in condition for allowance which action is earnestly solicited. 

If the Examiner has any remaining issues to be addressed, it is believed that prosecution 
can be expedited by the Examiner contacting the undersigned attorney for a telephone interview 
to discuss resolution of such issues. 

If there are any additional fees associated with the filing of this Amendment, please 
charge the same to our Deposit Account No. 1 9-3935. 



1201 New Yorl< Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 

Date: 7V^^^^ , -z^x^x 



Respectfully submitted, 



STAAS & HALSEY LLP 
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